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Response to Amendment 
Amendment filed on February 4, 2008 has been entered. Claim 4 has been cancelled. 
Claims 1,3,6-11 are pending in the application. Claim 9 is withdrawn from consideration as 
directed to a non-elected invention. 

Claim Objections 

1 . Claim 8 is objected to because of the following informalities: "wherein . . . being 
provided" should be changed to "wherein ... is provided". Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The spccificalion shall contain a wrillcn description of the invention, and of the manner and process of making and 
using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, 
or with which it is most nearly coimected, to make and use the same and shall set forth the best mode contemplated 
by the inventor of carrying out his invention. 

3. Rejection of claims 1 , 3, 6-8, and 10-1 1 under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the enablement requirement has been withdrawn due to amendment. 

4. Claims 1, 3, 6-8, 10, 1 1 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which was 
not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. Claim 1 recites "melting and curing the applied powder coating composition with NIR 
radiation within the wavelength range of 250 to 2,500 nm", which was not described in the 
specification in such a way as to reasonably convey to one skilled in the relevant art that the 
inventor(s), at the time the application was filed, had possession of the claimed invention. The 
specification as originally filed discloses that the material covering the surface absorbs high- 
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energy radiation within a wavelength range of 250 to 2,500 nm, not melting and curing the applied 
powder coating composition with NIR radiation within the wavelength range of 250 to 2,500 nm, 
especially considering the fact that NIR represents shorter wavelengths between 0.7-2.5 
micrometers (700-2500 nm) in the infrared spectrum. 

Claim Rejections - 55 VSC § 103 

5. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1, 3, 7-8, and 10-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Applicant's admitted state of art in view of Blatter et al (WO 99/41323), further in view of 
Nickerson (US 3,860,506), and further in xicw of Dalton (US 3,263,604). 

The cited prior art is applied here for the same reasons as set forth in paragraph 6 of the 
Office Action mailed on 10/30/2007. 

As to NIR wavelength of 250-2500 nm for 0.5-60 seconds , one of ordinary skill in the art 
would easily recognize that process parameters depend on particular application, coating material, 
substrate material, coating thickness, etc. For example, at given temperature , coating having 
thickness of 10 nm would require much less time for melting and curing than a coating of 
thickness 1000 microns or even 1 micron; and a coating material having lower melting point 
would require much less time for melting than a coating material having higher melting point. 
Note that melting and curing rate would also depend on NIR power: for example, coating at a 
given thickness and material can be melted by NIR emitter having one lamp of e.g. 250W much 
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slower than using one lamp of lOOOW. One of ordinary skill in the art would easily recognize that 
the same amount of energy can be delivered to the coated substrate for e.g. 1.5 seconds using lamp 
of lOOOW, or for e.g. 1 minute using a lamp of 100 W, because the amount of energy depends not 
only on exposure time but also on power of NIR emitter. Therefore, claimed process parameters 
are meaningless without reciting particulars of process parameters: coating thickness, melting 
point of coating material. Mi? power, etc. 

Thus, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have determined the optimum values of the relevant process parameters 
(including those of claimed invention) in the cited prior art through routine experimentation 
depending on particular application in the absence of showing of criticality. 

7. Claims 1, 3, 6-8, and 10-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Applicant's admitted state of art in view of Blatter et al, further in view of Nickerson, and further 
in view of Dalton, and further in view of Honda et al (US 6,800,374) for the reasons of record set 
forth in paragraph 7 of the Office Action mailed on 10/30/2007 and for the reasons discussed 
above. 

Response to Arguments 

8. Applicant's arguments filed February 4, 2008 have been fiiUy considered but they are not 
persuasive. 

(A) Applicants argue that Nickerson discloses a conductive coating but is in 
combination with a totally different process which utilizes sintering at high temperatures for long 
periods of time which would obviously destroy any heat sensitive substrate, such as, wood or 
plastic. Nickerson is directed to forming a conductive coating on non-conductive substrates and 
this conductive coating is based on graphite which is the only material disclosed by Nickerson. 
This conductive coating (graphite) is coated onto a substrate and heated to a high sintering 
temperature of, for example 1700°C for more than 4 hours (temperature is raised from ambient to 
1700°C in 20 minutes and is maintained at this temperature for 4 hours) to form a sintered 
conductive coating. (See Nickerson, col. 9, lines 37-60.) One of the particular advantages of 
Applicants' process is that it can be used on such substrates. Further, Nickerson is directed to the 
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application of zirconium oxide - yttrium oxide protective coatings and not organic powder 
coatings as set forth in the specification page 5, lines 20-3 1 . One skilled in the art would not select 
this solution taught by Nickerson to apply powder coatings and cure them with NIR. Further, 
Nickerson only teaches the use of graphite and the particular constituents set forth in Applicants' 
amended claims are not taught or suggested by Nickerson and the claims have been amended to 
specifically exclude graphite. In view of the above discussion, one skilled in the art would not 
logically combine the teachings of Nickerson and Blatter to arrive at Applicants' claimed 
invention. Even if the combination were made which is not taught or suggested by either 
references, one still would not arrive at Applicants' claim process but a process that requires the 
sintering of graphite not used by Applicants which would destroy any temperature sensitive 
substrate used in such a process. 

The Examiner respectfully disagrees with this argument. First of all, it is well settled that 
one cannot show nonobviousness by attacking references individually where the rejections are 
based on combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 
1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). The rejection is based 
on combination of 4 references. Nickerson is a tertiary reference which is relied upon to show that 
a graphite coating may be used to provide a superior conductive base for electrostatic deposition 
on any (See column 1, lines 1-5) non-conductive bodies (See column 4, lines 23-28) (not only on 
berillia), and that a wide range of conductive or nonconductive coating materials may be 
deposited electrostatically (See column 4, lines 23-29). Therefore, one of ordinary skill in the art 
would have reasonable expectation of success in using a graphite layer as a conductive primer for 
electrostatic deposition of NIR curable powder coating ofBlattter in Applicant's admitted state of 
art in view of Blatter et al. 

Second, in contrast to Applicants argument, it is metal oxide coating that is sintered in 
Nickerso n not graphite. Nickerson teaches that a conductive coating e.g. graphite, may remain as 
an intermediate coating or be removed (See column 4, lines 32-33), e.g. at high temperature of 
nOO'^Cinthe presence of hydrogen from coated berillia (See column 9, lines 37-49). 

(B) Applicants argue that times of powder coatings applied according to the process of 
Applicants' invention are superior to those applied by prior techniques such as those taught by 
Blatter. Dalton is directed to the formation of elecfro-responsive blanks comprising a backing and 
a conductive coating and is not directed to powder coatings or in particular to Applicants' process 
for the appHcation of powder coatings to substrates or the application of a first high energy 
absorbing material containing a select group of materials as set forth in the claims and then 
applying a powder coating thereto and curing with NIR radiation for a set period of time. Dalton 
suggests that carbon black or graphite can be incorporated into the paper of the backing of the 



Application/Control Number: 10/719,725 
Art Unit: 1792 



Page 6 



electro- responsive blank but does not teach or suggest that carbon can be used as a high energy 
absorbing material that can be used in conjunction with a powder coating to form a cured powder 
coating on a substrate that has excellent adhesion, smoothness, impact resistance and flexibility. 
Dalton merely shows that graphite and carbon black can be equivalent for use in a paper backing 
for electro-responsive blanks but that does not mean that they are the same for use in the 
Nickerson process particularly when Nickerson only teaches the use of graphite. 

The Examiner respectfully disagrees with this argument. Dalton shows that either a coating 

of graphite or carbon black can be used to render non-conductive paper (See column 3, lines 11- 
19). Note that paper is a M'oo(i-based substrate. Therefore, one of ordinary skill in the art would 
have reasonable expectation of success in using carbon black layer on a wooJ-based substrate of 
Applicant's admitted state of art in view of Blatter et al instead of graphite layer to render the 
wood-hasQd substrate electroconductive. 

(C) Applicants argue that Honda is totally irrelevant to Applicants' invention since 
Honda is directed to forming a cleaning tape and has no relation to the application of a powder 
coating composition which is Applicants claimed invention. Honda simply shows adjusting the 
thickness of a carbon layer forming a conductive film. Honda is not directed to a process for 
applying a powder coating to a substrate that has been coated with a material as set forth in the 
amended claims that improves the physical properties of the powder coating layer and reduces the 
cijring time using NIR radiation. 

The Examiner respectfully disagrees with this argument. Honda is applied only as evidence 
to confirm a common knowledge in the art that electric resistivity of an electroconductive layer 
depends on the thickness of the layer. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
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the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 

final action. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Elena Tsoy whose telephone number is 571-272-1429. The examiner can 
normally be reached on Monday-Friday, 9:00AM - 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Timothy Meeks can be reached on 571-272-1423. The fax phone number for the organization 
where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an apphcation may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Elena Tsoy, Ph.D. 
Primary Examiner 
Art Unit 1792 

April 21, 2008 
/Elena Tsoy / 

Primary Examiner, Art Unit 1792 



